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T^F MARKS 

Claims 1, 4 - 1 1, and 13-27 are all the claims presently pending in the application. 
Claims 1, 8, 11, 18-21, 23, and 25-27 are amended to more clearly define the invention and 
claims 2-3, and 12 are canceled. Claims 1, 8, 11, 18-21, 23, and 25-27 are independent. 

These amendments are made only to more particularly point out the invention for the 
Examiner and not for narrowing the scope of the claims or for any reason related to a statutory 

requirement for patentability. 

Applicant also notes that, notwithstanding any claim amendments herein or later during 
prosecution, Applicant's intent is to encompass equivalents of all claim elements. 

^ „f«M, 81116 A^„,wnt is nroner. Since the Amendments above narrow the 
issues for appeal and since such features and their distinctions over the prior art of record were 
discussed earUer, such amendments do not raise a new issue requiring a further search and/or 

consideration by the Examiner. 

Moreover, Applicant respectfully submits that the Examiner' s argument of inherency is 
incorrect and requires comment/correction by the Examiner prior to proceeding to appeal. 

As ntr y of this Air-"^™^ i« Thieved oroner and Applicant earnestly solicits 

entry. No new matter has bee n added. 

Claims 1, 3-7, 15,18, 21-22, and 25 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by the Mazanin, et al. reference. Claims 8-10, 16, 19, and 26 stand rejected under 35 
U.S.C. § 103(a) as being unpatentable over the Nazanin, et al. reference, and further in view of 
the Smith reference. Claims 11, 13-14, 17, 20, 23-24, and 27 stand rejected under 35 U.S.C. § 
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I 03(a) a 3b« a g»npa^leovc lto N^«al.ref^,and ei *«inviewof teG ,o£f 

reference. 

These rejections are respectfully traversed in the following discussion. 

L THE JUNE 22, 2004, OFFICE ACTION 

The Examiner Initialed Interview Summary indicates that "the previous office action 
(papers mailed 3-2004) would be vacated and an additional Office action would be written" 

However, this statement is incorrect. 

An Office Action was mailed by the United States Patent and Trademark Office on June 

2 ^ ( P ape r#15).TheJ J m,^^ 

withdrew all of the currently pending claims 1-27 from prosecution as being directed to a "non- 
elected" invention. 

Applicant's representative contacted Examiner Curtis A. Kuntz on July 8, 2004 to point 
out the errors in the "ElectiorVRestriction" requirement and to request withdrawal of the Iune22, 
2004. Office Action. 

On July 12, 2004, Examiner Jamal contacted Applicant's representative and indicated 
that the w 22. 2004. Office Action would be vacated. 

Therefore, contrary to the Exanuner-Initiated Interview Summary, during the July 12, 
2004 telephone conference, Examiner Jamal indicated that the J^TL^ Office Action 
would be vacated and did not indicate that the March2^0A Office Action would be vacated. 

Further, the July^OOA Office Action also incorrectly indicates that the Mar£h^2Q04 
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Office Action is vacated. 

Applied respect submits «ha« *. confusion between the vacating of the Jtohi 
MM, Office Action and the 10,^2204. Office Action is , Hn r ^ on the part 

of the United States Patent and Trademark Office. 

However, should Examiner Jamal continue * assert that the WsztOJm. Office 
Action is vacated, then App.ica« respectfuUy submits thatthe MvJ^fiM, Offi~ Acuon 



Action. 



H. THE CLAIMED INVENTION 

An exemplary embodiment of the claimed invention, as defined, for example, by 
independent claim 1 , is directed to an alert control method in a mobile telephone equipment 
Wng an alert function. The method includes storing a last-communication time related to a 
„ rf a person in a phonebook database in the mobile telephone equipment, calculating an 
asia]E toftime that has elapsed sine the last-communication time, .HHnmhni. whether the 

^ hn . ritm^ s ine* the last, romm^ic^or, time ex rml , , predetermined time 
iaervaL and alerting when it is determined that the determined time interval exceeds the 
amount of time. 

A second exemplary embodiment of the claimed invention, as defined, for example, by 
independent claim 18, is directed to a mobile telephone having an alert function. The mobile 
telephone includes a phonebook database in the mobile telephone for storing a last- 
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communication time related to aname of a person, and a controller for determinin g based on the 
time, ~**h*r a nredet p rminpH time interval exceeds an , amount of time since the last- 
communication time and starting the alert function when it is determined that the predetermined 
time interval exceeds the amount of time since the last-communication time. 

While some conventional mobile telephones store a communication history of calls that 
are received from and placed to a particular person, if a user forgets to check Ihe communication 
history then a person who has called the user might not receive a reply from the user. 

Another conventional telephone system includes a voice mail system that records the time 
that a person left a voice mail and the system determines whether a predetermined period of time 
has elapsed since the voice mail was received and provides an alert if communication with the 
person that left the voice mail has not been established within the predetermined period of time. 
However, using this conventional telephone system, a user can only be alerted about an incoming 
call. 

An important feature of the present invention is for a mobile telephone to make an alert 
when a predetermined time interval has elapsed since the last-communication time with that 
person . Since the alert is made by the mobile telephone when the predetennined time interval 
has elapsed without communicating with the person, the communication can be ensured without 
checking the calling or called history. 

Further, in stark contrast with the conventional mobile telephones, the present invention 
stores data regarding the last-communication with a person and then determines whether a 
predetermined time has elapsed since the last-communication with that person - This feature is 



PACE 1 6/27 • RCVD AT 9/29/2004 2:39:33 PM [Eastern Daylight TlmeJ * SVR:USPTO-EFXRF-1/5 - DNIS: 8729306 • CSID: 703761 2375 • DURATION (mm-ss): 09-08 



09/29/2004 14:37 FAX 7037612375 McGinn&Glbb. PLLC I&017 



09/669,847 16 
DOCKET NO. FQ5-488 

irapor tant for determining whether a predetermined time interval has passed since that last talk 
vijbteUmim -d providing an alert on the mobile telephone when that predetermined time 
interval has been exceeded. In this manner, the mobile telephone ofthe present invention 
ensures that a user is able to maintain periodic communication withjujerson, 

A feature of claims 8 and 19 is that a plurality of persons are divided into aplurality of 
groups in the phone book database in the mobile telephone and a before-alert time period is 
determined for each group. Accordingly, a before-alert time period can be automatically 
determined for all persons belonging in the same group, resulting in enhanced operability. 

A feature of claims 1 1 and 20 is that an alert-inhibition time period during which alert by 
the mobile telephone is inhibited is stored and, when a current time of day fells into the alert- 
irJribitiontime period, alert by the mobile telephone is inhibited. Accordingly, a beeper sound or 
vibration by the mobile telephone is prevented from annoying people around the mobile 
telephone in conference or if it is realized that the person being called would not want to be 
called, for example, when that person is asleep. 

m. THE PRIOR ART REJECTIONS 
A. The Nazanin et al. reference 

Regarding the rejection of claims 1,3-7, 18,21-22, and 25, me Examiner alleges that the 
Nazanin et al. reference teaches the claimed invention. Applicant submits, however, that there 
are elements of the claimed invention which are neither taught nor suggested by the Nazanin et 
al. reference. 



PAGE 17/27 • RCVD AT 8/29/2004 2:39:33 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-1/S • DM8:8729306 • C8ID:7037«1237S * DURATION (mm-ss):0fr«S 



09/29/2004 14:38 FAX 7037612375 McGlnn&Glbb . PLLC @]018 



09/669,847 17 



DOCKET NO. FQ5-488 

The Nazanin et al. reference has a purpose that is completely different and discloses an 
operation that is completely Afferent m^^ The purpose that is 

disclosed by the Nazanin et al. reference is t o remind the user to place a call to a party at a 
s pecific time . To achieve this purpose, the Nazanin et aL reference discloses a type of "alajjn 
clock" that reminds the user to call a party at a specified time of day. 

In stark contrast, the present invention has a purpose of alerting a user that no 
^ or h , rifled interval of time- To achieve this purpose, the present 

invention provides an elapsed time function. 

The Nazanin et al. reference does not teach or suggest the features of the present 
invention including: 1) storing a last-communication time related to a name of a person in a 
phonebook database in the mobile telephone equipment, (claims 1, 8, 11, 18-21, 23, and 25-27) 
2) calculating ™ nmnunt of time that has elapsed since the last-communication time, (claims 1, 8, 
1 1 ?1 nnrl T*) f"" 1 ^rminin p whether the amoun t of time that has elapsed since the last; 
^mmuniraiion ti™ ff P.vceeds a t^ termineri time interval (claims 1, 8, 11, 18-21, 23, and 25- 
27). 

As a brief review of the objects of the present invention, conventional mobile telephones 
have not been able to ensure periodic communication between the operator of the mobile 
telephone and persons with whom the operator has communicated using the mobile telephone. 

The present invention ensures that communication between persons and the operator of 
the mobile telephone are maintained. The present invention achieves this object by storing a last- 
communication time related to a name of a person in a phonebook database in the mobile 
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telephone equipment, calculating an amount of time that has elapsed since the last- 
communication time, and the amount of time thflt hm lapsed since the last- 

rnmirmmcati™ time exceH- * r ^H^ftrmiTK-d time interval . 

In this manner, the present invention ensures that the operator of the mobile telephone 
maintains periodic communication with a person based upon the last communication time with 
tVmft ? atne person. 

In stark contrast, the Nazanin et al. reference does not detect the termination of a 
rmTmr ,»wi™ rel^ to a name o f a person in a phonebook database. 

Rather, the Nazanin et al. reference merely appears to disclose detecting the termination 
of a communication w™^* »™ relation at all to a name.of a person in a phonebook database. 

In particular, the Nazanin et al. reference discloses inputting a plurality of telephone 
numbers and corresponding times-to-call, and a default time-to-call and a time duration (col. 2, 
lines 24-25). The Nazanin et al. reference further discloses periodically scanning the memory to 
determine if^ phnne number has been stored for calling and whether the current time-of-day 
is equal to or later than the time-to-call (col. 2, lines 34-43). 

If the current time-of-day is later than the time-to-call then the telephone determines if the 
telephone is off-hook, if not off-hook, issues an alert, and then determines if the telephone is 
powered on (col. 2, lines 43-60). If 1he telephone is not powered on, the telephone determines 
whether the time duration (from col. 2, lines 24-25) has elapsed and if the time duration has 
elapsed, the time-to-call is changed to a new time based upon a preset default time (col. 2, line 61 
-col. 3, line 9). 
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On the other hand, if the telephone is powered on, the tele phone number corresponding to 
the time-to-call is displayed and a call is placed to the tele phone number if the operator so 

chooses (col 3, lines 19 - 28). 

When the call is terminated, the telephone that is disclosed by the Nazanin et al. reference 
presents the operator with the option of deleting the tele phone number or changing thetime-to- 

call for thft telephone number. 

While the Nazanin et al. reference appears to disclose that the operator may enter a period 
of time, the Nazanin et al. reference explains that the entered period of time is "converted to an 
hour and minute format." (Col. 3, lines 63-66) based upon the current time that the setting is 
made . 

This is in stark contrast with the present invention which bases the calculation of whether 
a predetermined amount of time has elapsed since the 1^-rommTinication time, not since the 
time that the predetermined time is entered as disclosed by me Nazanin et al. reference. 

Therefore, the Nazanin et al. reference clearly does not teach or suggest calculating an 
.mount of time that has elapsed since the last-communication time, and de termining whether die . 
OT ™nt of time «w w .l.n^d to the. Inst-communir ation time exceeds a predetermined time 
interva l . Rather, the Nazanin et al. reference merely discloses deterrnining whether a time-to-call 

is after a current time-of-day. 

Further, the Nazanin et al. reference does not store a last-communication time related to a 
name of a person in a phonebook database in the mobile telephone equipment. Rather,as 
explained above, the Nazanin et al. reference merely discloses storing a time-to-call relafc 
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t elephone number. 

Therefore, the Nazanin et al. reference does not teach or suggest each and every element 
of the claimed invention and the Examiner is respectfully requested to withdraw this rejection of 
claims 1, 3-7, 18, 21-22, and 25. 

B. The Nazanin et al. reference in view of the Smith reference 

Regarding claims 8-10, 16, 19, and 26, the Examiner alleges mat the Smith reference 
would have been combined with the Nazanin et al. reference to form the claimed invention. 
Applicant submits, however, that these references would not have been combined and even if 
combined, the combination would not teach or suggest each and every element of the claimed 
invention. 

Applicant submits that these references would not have been combined as alleged by the 
Examiner. Indeed, the references are directed to completely djflererit matters and problems. 

Specifically, the Nazanin et al. reference is directed to providing a telephone that alerts a 
user at a preprogrammed time to place a call, and allows the user to automatically dial the call by 
pressing "CONFIRM." (Col. 1, lines 33-35). 

In stark contrast, the Smith reference is specifically directed to an automated tel<rP>one 
Hi»W equipment which addresses the problems of prioritizi"? calls to that the number of 
connecting calls remains fairly constant, providing enough calls to keep agents busy, but which 
also allows individual call records to be dialed at more appropriate times for the called party 
based upon experience, call history, or other similar criteria (col. 2, lines 48-54). 
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One of ordinary skill in the art who was concerned with providing a telephone that alerts 
a user at a preprogrammed time to place a call ^^^n^^^o^uscrto 
automatically dial the number by pressing "CONFIRM", as the Nazanin et al. reference is 
concerned with, providing would not have been motivated to refer to the Smith reference because 
the Smith reference is directed to the rpmpletHy diff^nt and unrelated problem of fuzing 
^i fr fnr anau* """*^ telephone dialinp equipment. 

Indeed, the Nazanin et al. reference has absolutely nothing to do with automated , 
^phnne dialers, let alone r riorit i* W calls for ™ .ntomated telephone dialer . 
Thus, the references would not have been combined, absent hindsight . 
Further, Applicant submits that the Exaininer can point to no motivation or suggestion in 
the references to urge the combination as alleged by the Examiner. 

The Examiner alleges that it would have been obvious to modify the telephone that is 
disclosed by the Nazanin etal. reference based upon the disclosure of Ihe automated telephone 
dialing equipment that is disclosed by the Smith reference to divide the plurality of persons into 
groups "because mis would gives (sic) the system the advantage of being able to process the 
grouped users in a batch and enter account records (such as the before-alert time interval) much 
more efficiently." 

However, the Examiner admits that the Nazanin et al. reference does not teach or suggest 
dividing a plurality of persons into a plurality of groups and determining fl before-alert time 
interval . 

While the Examiner alleges the Smith reference discloses grouping customer records 
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together into campaigns at col. 1. lines 1 1-36, the Examiner does not provide any reference 
whirh rli-f-l— ° flTf™«™*i p f Wvfore-alert time interval . 

Indeed, as previously explained, the Smith reference discloses a system in which a lot of 
customers are grouped and a call to each customer is automatically made. Therefore, it is 
^iHriv different from claim 8 which recites that a before-alert^e period is determined for 
each group. 

Further, the Smith reference does not disclose determining whether the hefore-alert time 
W^i-v pl has elqp^d after the last-communication time of day. 

Moreover, even assuming arguendo that one of ordinary skill in the art would have been 
motivated to combine these references, the combination would not teach or suggest each and 
every element of the claimed invention. 

As explained previously, the Nazanin et al. reference does not teach or suggest the 
features ofthe present invention including: 1) storing a last-communication time related to a 
name of a person in a phonebook database in the mobile telephone equipment, 2) calculating an 
amount of time that has elapsed since the last-communication time, and 3) determining whether 
th* .mount o f time, that has ek y™* last-communication time exceeds a predetermined 

time interval . 

The Smith reference does not remedy these deficiencies. 

Therefore, the Examiner is respectfully requested to withdraw the rejection of claims 8- 
10, 16, 19, and 26. 
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C. The Nazanin et aL reference in view of the Groff reference 

Regarding claims 1 1 , 13-14, 17, 20, 23-24, and 27, the Examiner alleges that the Groff 
reference would have been combined with the Nazanin et aL reference to form the claimed 
invention. Applicant submits, however, that these references would not have been combined and 
even if combined, the combination would not teach or suggest each and every element of the 
claimed invention- 

Applicant submits that these references would not have been combined as alleged by the 
Examiner. Indeed, the references are directed to completely different matters and problems. 

Specifically, the Nazanin et al. reference is directed to providing a telephone that alerts a 
user at a preprogrammed time to place a call, and allows the user to automatically place the call. 
(Col. 1, lines 33-35). 

In staik contrast, the Groff reference is specifically directed to a timed telephone ring 
silencer that allows a user to selectively disable the ringer mechanism of a telephone attached to 
the silencer device for a predetermined time interval (col. 1, lines 46-51). 

One of ordinary skill in the art who was concerned with providing a telephone that alerts 
a user at a preprogrammed time to place a call, and allows the user to automatically place the call 
as the Nazanin et al. reference is concerned with solving, would not have referred to Ihe Groff 
reference because the Groff reference is directed to the completely different and unrelated 
problem ^ f,*~*^hr ™™ mechanism of a telephone attached to the silencer 

device for a predetermined time interval. 

Further, the Examiner's alleged modification would render the invention that is disclosed 
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by the Ishihara reference unsatisfactory for its intended purpose. 

-THE PROPOSED MODIFICATION CANNOT RENDER THE 
PRIOR ART UNSATISFACTORY FOR ITS INTENDED PURPOSE 

If the proposed modification would render the prior art invention being 
modified unsatisfactory for its intended purpose, then there is no suggestion or 
motivation to make the proposed modification:' (M.P.E.P. § 2143.01). 
As explained above, the purpose of the Nazanin et al. reference is to remind the u$er %q 
place a call to a party at a speci fic time. 

The Examiner alleges that it would have been "to implement the alert inhibition 
controller so that it could silence the ringing." 

Applicant respectfully submits that the Examiner's proposed modification to "silence the 
ringing" would destroy the intended purpose that is disclose by the Nazanin et al. reference 
™^rh i« t 0 remind the user t n place a call to a party at a specific time. Applicant respectfully 
submits that it is not possible to remind a user to call if the ringer is silenced in accordance with 
the Examiner' s proposed modification. 

Thus, the references would not have been combined, absent hindsight. 
Even assuming arguendo that one of ordinary skill in the art would have been motivated 
to combine these references, the combination would not teach or suggest each and every element 
of the claimed invention. 

As explained previously, the Nazanin et al. reference does not teach or suggest the 
features of the present invention including: 1) storing a last-cornmunication time related to a 
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name of a person in a phonebook database in the mobile telephone equipment, 2) calculating an 
amount of time that has elapsed since the last-communication time, and 3) determining whether 
the amount of time fo at h as elapsed since the last-communication time exceeds a predetermined 
time interval . 

The Groff reference does not remedy these deficiencies. 

Therefore, the Examiner is respectfully requested to withdraw the rejection of claims 1 1 , 
13-14, 17, 20, 23-24, and 27. 

IV. FORMAL MATTERS AND CONCLUSION 

In view of the foregoing amendments and remarks, Applicant respectfully submits that 
claims 1,4-11, 13-27, all the claims presently pending in the Application, are patentably distinct 
over the prior art of record and are in condition for allowance. The Examiner is respectfully 
requested to pass the above application to issue at the earliest possible time. 

Should the Examiner find the Application to be other than in condition for allowance, the . 
Examiner is requested to contact the undersigned at the local telephone number listed below to 
discuss any other changes deemed necessary in a telephonic or personal interview . 
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The Commissioner is hereby authorized to charge any deficiency in fees or to credit any 
overpayment in fees to Attorney's Deposit Account No. 50-048 1 . 



Date: 



Respectfully Submitted, 




iJames E. Howi 
Registration No. 39,715 



McGinn & Gibb, PLLC 

8321 Old Courthouse Rd., Suite 200 

Vienna, Virginia 221 82 

(703)761-4100 

Customer No. 21254 

CERTIFICATION OF FACSIMILE TRANSMISSION 

I hereby certify that I am filing this Amendment by facsimile with the United States 
Patent and Trademark Office to Examiner Alexander Jamal, Group Art Unit 2643 at fax number 
(703) 872-9306 this 29 th day of September, 2004. 




James E. Howard 
Reg. No. 39,715 



PAGE 27/27 * RCVD AT 9/29/2004 2:39:33 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-1/5 * DNl 8:8729306 - CSID: 703761 2375 * DURATION (mm-ss):09-08 



